Application/Control Number: 09/814,509 Page 2 

Art Unit: 1722 

1. Upon reconsideration the restriction requirement between 
Group I (claims 1-9) and Group II (claims 10-16) is deemed 
improper as the inventions are related (note Applicant's 
arguments filed January 20, 2004) . Therefore the restriction 
between these two groups is withdrawn. However, the restriction 
between both Groups I & II (claims 1-16) and Group III (claims 
17-22) is still deemed proper, and thus maintained. 

In response to the restriction requirement set forth in the 
previous Office Action, it is stated that Applicant "traverses 
the restriction as between the Group I and Group II claims, but 
does not traverse the restriction of the Group III claims." 
This statement and has been interpreted as indicating Applicant 
is not traversing the restriction requirement between either 
Group I or Group II (both apparatus claims) and Group III 
(method claims). Thus, Applicant's response has been 
interpreted as electing Groups I & II (claims 1-16) without 
traverse with respect to these claims and Group III (claims 17- 
22) . An action on the merits of claims 1-16 follows below, and 
claims 17-22 are withdrawn from further consideration. 

It is noted that the restriction requirement of the 
previous Office Action also set forth a species restriction 
requirement between embodiments where the molds have a circular 
shape and molds which have a rectangular shape, and that 
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Applicant did not respond to this requirement. Howevi 
reconsideration this restriction requirement is not dj 
proper, as there is not a significant burden to exami: 
species together. Therefore the species restriction 
set forth in the previous Office Action is withdrawn. 



2. The following is a quotation of the first paragraph of 3 5 
U.S.C. 112: 



3. Claim IS is rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the enablement requirement. The claim 
contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art 
to which it pertains, or with which it is most nearly connected, 
to make and/or use the invention. 

Claim 16 recites that the "extraction member has a larger 
cross-sectional area than said hollow interior." The only- 
description of this limitation in the disclosure is in the 
specification at p. 2, 11. 18-19, which merely states: "The 
extraction member has a cross-sectional area that is larger than 
that of the inner mold." Moreover, none of the drawings of the 
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1 member as having 6 
3 f the hollow inter: 



instant application show t 
larger cross-sectional are 
the inner mold. In all of the drawings, the extraction member 
fits inside the interior of the inner mold (see figures 2-6), 
thus it is not possible for the extraction member to have a 
larger cross section inner mold because the extraction member. 
Further it not apparent how any object could fit inside another 
object, with the inside object having a larger cross-sectional 
area than the outer object. The disclosure of the instant 
application therefore fails to teach one of ordinary skill in 
the art how to construct and extraction member fitted within the 
interior of a mold with the extraction member having a larger 
cross-sectional area than that of the interior of the mold. 

4. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 



5. Claim 16 is rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as 
the invention. 
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As described above in the rejection under 35 U.S.C. 112, 
first paragraph, claim 16 recites that the "extraction member 
has a larger cross-sectional area than said hollow interior," 
yet it not understood how any object could fit inside another 
object, with the inside object having a larger cross-sectional 
area than the outer object. Therefore, as the limitation of 
claim 16 is impossible to discern, it is indefinite. 

The specification of the instant application also describes 
the surface area of the extraction member as being greater than 
that of the inner mold (see for example, p. 7, 11. 18-19). The 
drawings appear to support this description, as all the 
embodiments show the surface area of the extraction member being 
larger than the surface area of the inner mold. Moreover, this 
allows for one of the feature of the inner mold folding and 
collapsing upon itself when the vacuum is applied which is 
described as an aspect of the invention (see figure 4, p. 2, 11. 
19-21, and p. 18-21) . Therefore, for purposes of further 
examination on the merits of claim 16, it will be assumed that 
Applicant actually intended to indicate in the claim that the 
surface area (as opposed to cross sectional area) of the 
extraction member is greater than the surface area of the hollow 
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6. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 



U.S.C. 102(b) a; 
No. 3 , 822, 106) . 



13-14, and IS are rejected under 35 
j anticipated by Bonet Sirera (U.S. Pat. 



comprise 
figures 



ra discloses a molding device. The device 
rcular outer mold (la & lb) and a flexible 
mold (13) spaced inward of the outer mold 
The inner mold comprises a hollow 
which an extraction member (11) is sized to fit within 
extraction member is provided wi 
extending outward from a center 
hollow interior of the inner mo] 
source is provided to apply a vj 
the mold to allow for the inner 



ur radial member arms (19) 

to the hollow interior of 
to collapse the inner mole 
member (see figures 2-3 & 
col. 2, 11. 60-63) . The hollow interior of the inner mold as 
well as the extraction member are provided with a taper along 
their respective lengths (see figure 6, showing the upper 
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section of the interior and extraction member to be wider than 
the lower sections, with tapered section approximately 1/5 of 
the way down the length separating the wider upper section and 

Bonet Sirera further discloses the apparatus to be such 
that the extraction member has a larger surface area than the 
hollow interior (see figures 2 and 5) including at the bottom oi 
the inner mold (see figure 6) . A top (20) is positioned across 
an upper surface of the inner and mold, with the top comprising 
a duct leading between the hollow interior and a vacuum source 
(see figures 1 & 6, and col. 2, 11. 48-63). Bonet Sirera also 
shows the radial member arms to have rounded outer edges that 
: inner mold (see figure 4) . 



8. Claims 1, 7, and 9 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Pratt (U.S. Pat. No. 3,290,728) . 

Pratt discloses a molding apparatus comprising a circular 
outer mold (10) and a circular inner flexible mold (2G) 
comprising a hollow interior (figure 2) . An extraction member 
(24) sized to fit within the hollow interior of the inner mold 
(figure 2) . A vacuum source is also provided to apply a vacuum 
to the hollow interior of the inner mold to collapse the inner 
mold against a surface of the extraction member (figure 3 and 
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col. 4, 11. 57-75). Pratt further discloses the extraction 
member to have curved sides (figures 2-3) . 



The following is a quotation of 35 U.S.C. 103(a) whic 
is the basis for all obviousness rejections set forth i 




10. The factual inquiries set forth in Graham v. John Deere 
Co. , 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 
establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 



1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art ar 
the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinei 
art. 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness 

11. Claims 6 and 8 are rejected under 35 U.S.C. 103(a) as beii 
unpatentable over Bonet Sirera in view of Asserback (U.S. Pat. 
No. 4,119,695) . 
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As described above, Bonet Sirera discloses a molding 
ind outer molds having a circular 



apparatus with the 



1 member t 



to have a rectangular shape, or t 
substantially diamond- shape . 

Asserback discloses a molding apparatus for creating 
hollow elements. Asserback' s apparatus comprises a flexible 
inner (11) and an outer mold elements (1) . The inner mold is 
used with a more rigid extraction member (10) and a vacuum for 
molding the inner hollow section and removing the inner mold 
upon completion of molding (col. 2, 11. 38-49 and col. 3, 11. 5- 
25) . Asserback demonstrates the changing of the shape of inner 
mold as well as the outer mold to produce products with 
different shapes (figures 2-4 and col. 3, 11. 33-41). One of 
the shapes Asserback provides is a rectangular inner mold, with 
a corresponding rectangular extraction member (figure 4) , which 
is in effect substantially a diamond shape when viewed at an 

It would have been obvious to one of ordinary skill in the 
art at the time of Applicant's invention to have modified the 
inner and outer molds of Bonet Sirera to be different shapes, 
_s would allow for different 



such as a rectangl 
shaped products to be molded as suggested by Asserback 
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modifying the apparatus of Bonet Sirera to produce a rectangular 
shape, the extraction member would take on a substantially 
diamond shape as suggested by Asserback. 

12. Claims 12 and 15 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base 
claim and any intervening claims . 

13 . The following is a statement of reasons for the indication 
of allowable subject matter: 

The prior art of record fails to teach or suggest a device 
for molding a member with the combination of features recited in 
claims 12 or 15. The closest prior art disclosed by Bonet 
Sirera and Pratt is discussed above. Neither Bonet Sirera nor 
Pratt discloses the extraction member to have a substantially 
cruciform shape. Nor is it suggested in any of the other prior 
art of record how the extraction member could be modified to 
have a cruciform shape and still be used with an inner mold and 

Bonet Sirera and Pratt also do not disclose an outer 
housing extending over an exterior of the outer mold, with the 
outer housing having an indexer with a recessed section for 
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i bottom of t 



1 arrangement ; 



;idered pertinenl 



;ited but not relied upor 
istant application: 



Buxton (U.S. Pat. No. 3,072,995) discloses an apparatus for 
casting voids comprising inner and outer mold members (see 
figure 1) . A plurality of different shapes are provided for the 
inner mold member (figures 2-4) . 



15. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (571) 272-1131. The 

9:30 A.M. to 6:00 P.M. 

unsuccessful, the « 

reached at (571) 272-1151. The o: 
the organization where this appli< 
assigned is (703) 872-9306. 



l Monday through Friday fron 



by telephone are 
r, Wanda Walker, 



>ceeding i 
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information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see <<http://pair-direct.uspto.gov>>. Should you have questions 
on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 8S6-217-9197 (toll-free). 



Donald^iieS3cenberg 
February 8, 2004 



